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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 18, 26, 27, 31 , 32, 35 and 48 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The express exclusion 
of acrylic acid as monomer C is new matter. This is a clear example of a negative 
limitation. Following Ex parte Grasselli, 231 USPQ 393 (Bd. App.1983), aff'd. mem., 
783F. 2d 453 (Fed. Cir. 1984), a negative limitation, which does not have basis in the 
original disclosure, fails to comply with the written description requirement. The express 
exclusion of certain elements implies the permissible inclusion of all other elements not 
expressly excluded. Applicants cannot claim the forest and subsequently exclude, by 
negative limitation, random trees. Applicant argues that the express exclusion of the 
acrylic acid monomer C complies with the description requirement and cites In re 
Johnson, 558 F.2d 1008, 194 USPQ 187 (CCPA), as controlling authority. This is not 
persuasive and, In re Johnson, because of important factual distinctions, is not 
controlling. In re Johnson provides support for negative limitations when there is a 
basis in the original disclosure. If alternative elements are positively recited in the 
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specification, they may be explicitly excluded in the claims. In the instant case there is 
no positive recitation of alternatives. The acrylic acid, monomer C, which applicants are 
attempting to expressly exclude, is not identified in the specification as an alternative to 
other monomeric species. As such its express exclusion is not supported by the instant 
specification. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 46 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shih et 
al. US 5,219,906. 

5. The Shih et al. patent has been previously cited as showing vinyl pyrrolidone 
polymers. Monomers falling within the scope of the claimed monomer B are disclosed 
at column 2 lines 23-26. The amount of the monomer B is disclosed as less than 10%. 
This is seen to fall within the scope of the claimed range of 0.5 to 60%. Solvents as 
claimed are shown at column 1 line 64. The difference between the claimed polymer 
and the cited art is the amount of acetic acid, monomer C, is greater than 10%. 
Applicant points out that the Shih patent is directed to polymers wherein the acrylic acid 
monomer is at least 20%. This difference is acknowledged. This difference does not 
render the claim patentably distinct from the cited art. The art is not limited to the 20% 
acrylic acid but uses the term "about" when describing the preferred amount. This 
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clearly imparts flexibility to the amount used. One of ordinary skill would have a 
reasonable expectation of the resultant properties when using less than "about 20%" 
acrylic acid and there are no allegations or showing of unexpected results when 10% 
monomer C is used. Obviousness does not require absolute predictability and it is 
obvious to optimize proportions. Furthermore, mentioned disadvantages do not negate 
patentability. As such, one is motivated to use less acrylic acid given the appreciation 
of the resultant properties and understanding the state of the art. 

6. Claims 18, 26, 27, 31, 32, 35 and 46-48 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Dupis US 5,900,229. 

7. This patent teaches polymers based on the claimed lactam, acrylate and 
monomer C, column 2 lines 7-20. The claimed solvent is disclosed at column 3 line 44. 
The K value as claimed is presumed to be inherently met given it is a property limitation 
based upon the composition. The claimed composition is rendered obvious and the 
inherent properties as claimed are considered anticipated and/or obvious from the art as 
well. 

8. Claim 47 limits the polymer to a copolymer given that monomer C is present in 
0%. This patent renders obvious this claim as well. It is well settled that it is prima facie 
obvious to leave out a known ingredient and lose its known function. 

9. .Claims 18, 26, 27 35 and 46-48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nakata US 6,642,333. 

10. This patent teaches co-polymers based on the claimed lactam and acrylate 
monomers, see column 4 lines 59+. The claimed solvent is disclosed at column 5 line 
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45. The K value as claimed is disclosed at column 7 lines 34+. The difference between 
the claimed invention and the cited teaching is that the solvent meeting the laims must 
be selected from those listed at column 7 lines 44-45. The diethylene glycol is 
disclosed as one of the 5 species listed. One would be motivated to select this solvent 
given the art appreciates the utility and lack of unexpected results. 

Conclusion 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter D. Mulcahy whose telephone number is 571-272- 
1 107. The examiner can normally be reached on Mon.-Fri. 8-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Peter D. Mulcahy/ 

Primary Examiner, Art Unit 1796 



